Appln. No.: 10/026,580 

Amdt. Dated July 1,2004 

Reply to the Final Office Action dated April 1 , 2004 

REMARKS 

Claims 1-11 are pending in this application. Reconsideration of this Application 
is respectfully requested. 

I. Claim Objections 

Claims 1, 2 and 8 stand objected to because the examiner believes the preamble of 
each claim should be changed from "A method of using an incoming mail sorting 
apparatus" to "A method of using a mail generating apparatus." Applicants respectfully 
traverse this objection because the present invention method of claims 1, 2 and 8 are 
intended for use in an "incoming mail sorting apparatus" and not a "mail generating 
apparatus." There are no recitations in either of claims 1, 2, and 8 concerning 
"generating documents and stuffing them in envelopes . . ." Further reference is made to 
Fig. 2A of the specification which depicts a mailpiece in a "sorting apparatus" (see, Brief 
Description of the Drawings) and to page 5, paragraph 19, lines 2-4 of the specification 
where it is stated: "The system 200 of the present invention generally comprises a 
mailpiece sorting apparatus 8 configured to work with internal mailing data." 
Additionally, the title of the invention is appropriately: METHOD OF ADDRESSING 
AND SORTING AN INTEROFFICE DISTRIBUTION USING AN INCOMING MAIL 
SORTING APPARATUS. 

Accordingly, changing the preamble of claims 1, 2, and 8 as suggested by the 
examiner would actually render the claims indefinite and ambiguous. Withdrawal of this 
objection is respectfully requested. 
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II. 35 USC $103 Claim Rejections 

A. Claims 1-1 1 stand rejected under 35 USC §103 in view of U.S. Patent No. 
6,156,988 to Baker (the Baker patent); 

B. Claims 1-1 1 stand rejected under 35 USC §103 in view of U.S. Patent No. 
5,703,783 to Allen et al. (the Allen patent) in view of U.S. Patent No. 6,003,902 to 
Petkovsek (the Petkovsek patent); 

C. Claims 1-11 stand rejected under 35 USC §103 in view of U.S. Patent No. 
4,800,506 to Axelrod et al. (the Axelrod patent); and 

D. Claims 1-1 1 stand rejected under 35 USC §103 in view of U.S. Patent No. 
4,832,504 to Tripathi et al. (the Tripathi patent). 

For the below reasons, each of the above rejections of claims 1-1 1 are respectfully 
traversed. 

With regards to the claims, each independent claim (namely, 1 , 2 and 8) recite 

that "unaddressed" mailpieces are initially processed in a incoming mailpiece sorting 

apparatus with the sorting apparatus then applying employee address information to the 

unaddressed mailpiece. For instance, with reference to claim 2 (it is submitted claims 1 

and 8 contain similar recitations), it is recited: 

. . . .b) placing unaddressed employee mailpieces on the 
incoming mail sorting apparatus; 

. . . . e) printing the employee information on the 
unaddressed employee mailpiece; and 

f) delivering the employee mailpiece to a destination bin 
designated by the destination bin information. 

Thus, the present claimed invention is able to individually address each mailpiece in a 
generic mail distribution for intended employees wherein the mailpieces are initially 
presented to the sorter apparatus devoid of any employee addressing information. Once 
addressed, they are then each delivered to an appropriate sorting bin. One advantage is 
that it greatly improves the efficiency for interoffice mail distribution. 
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A. The Baker Patent 

The examiner alleges the Baker patent teaches printing employee address 

information on mailpieces in an incoming sorting apparatus with reference to Fig. 1 of 

the Baker patent. Fig. 1 is a front view of a reusable envelope having blank address 

destination spaces (9). However, these blank address destination slots (9) must be filled 

in prior to the reusable envelope being submitted for processing in the sorting apparatus 

of the Baker patent because the sorting apparatus of the Baker patent does not teach nor 

suggest "printing the employee information on the unaddressed employee mailpiece", 

and actually teaches otherwise. That is, the Baker patent explicitly states: 

When a user of the system wishes to direct materials to 
another person within their organization, she selects an 
unused destination slot 9, writes the recipient's name in a 
recipient entry space 5, and writes the recipient's mail stop 
one character per block in the corresponding mail stop 
entry space 7. (Col. 2, lines 56-61) . . . 

. . . Envelope lb is then transported to destination imager 
29. Destination imager 29 scans envelope lb based on the 
information received from carrier information database 27 
to determine in which destination slot 9 the sender has 
written the current recipient's name and mail stop. (Col. 4, 
lines 4-8). 

Thus, the Baker patent actually teaches away from using a sorting apparatus for 
"printing the employee information on the unaddressed employee mailpiece" as it 
requires the employee addressing information must be printed on the mailpiece 
beforehand. Construing the sorting apparatus disclosed in the Baker patent to be able to 
print employee information on an unaddressed mailpiece would indeed render it 
inoperable as it has no teachings nor suggestions for processing unaddressed mailpieces, 
or printing addressing information on unaddressed mailpieces. 

Accordingly, and for at least the above stated reasons, independent claims 1 , 2 
and 8, along with their respective depending claims (namely 3-7 and 9-11) patentably 
distinguish from the Baker patent. It is respectfully submitted that withdrawal of the 
rejection of claims 1-11 under 35 USC 103 in view of the Baker patent is warranted. 
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B. The Allen and Petkovsek Patents 

The examiner alleges the Allen patent teaches printing employee address 
information on mailpieces in an incoming sorting apparatus with reference to the barcode 
and labeler printers (94), (112) as well as addressee database (132) depicted in Fig. 9 of 
the Allen patent. 

It is submitted the Allen patent relates to sorting apparatus used by postal services 

for generating change of address labels. As is conventional, in order for a change of 

address label to be generated, their first must be a disfavored address printed on the 

mailpiece, which disfavored address is detected by the sorting apparatus (e.g., via OCR), 

which is then submitted to a change-of-address database in order to determine a 

forwarding or correct address thus generating a label having the forwarding, or correct 

address on it. In fact, regarding the detection of the disfavored addresses, the Allen 

patent explicitly states: 

Machine readable mailpieces are processed by an 
automated optical scanning system commonly referred to 
as a Multiline Optical Character Reader (MLOCR) 66. 
Non-machine readable mailpieces are received either 
directly from FC 48 [facer canceller] (path 60) or indirectly 
from the MLOCR 66 (path 68) and processed by a semi- 
automated optical imaging apparatus commonly referred to 
as a Remote Bar Coding System (RBCS) 70. (Col 5, lines 
39-46). 

Therefore, the Allen patent explicitly teaches that in order for its mailpiece 
forwarding system to operate upon a mailpiece, the mailpiece must contain a printed 
address before it placed into the sorting apparatus. Otherwise, "placing unaddressed 
mailpieces on the incoming mail sorting apparatus" as taught by the Allen patent would 
clearly produce an inoperative condition as the system taught by the Allen patent would 
have no way to determine a forwarding or correct address. Thus the mailpiece processing 
system of the Allen patent could never perform the step: "placing unaddressed employee 
mailpieces on the incoming mail sorting apparatus", or for that matter: "printing the 
employee information on the unaddressed employee mailpiece" since each mailpiece 
must be addressed before it is placed in the system taught by the Allen patent. For at 
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least these reasons, the present invention as defined by independent claims 1, 2 and 8 
patentably distinguish from the teachings of the Allen patent. 

With regards to the Petkovsek patent, it is combined with the Allen patent because 
it allegedly teaches "generating a report indicating a number of employee mailpieces 
printed and delivered and a cost associated with printing and delivering the employee 
mailpieces from the group of employee mailpieces/' Without going into to the merits of 
this alleged teaching, the Petkovsek clearly does not teach nor suggest "placing * 
unaddressed employee mailpieces on the incoming mail sorting apparatus [and] . . . 
printing the employee information on the unaddressed employee mailpiece . . and thus 
does not overcome the above-mentioned deficiencies of the Allen patent. 

Accordingly, and for at least the above stated reasons, independent claims 1, 2 
and 8, along with their respective depending claims (namely 3-7 and 9-11) patentably 
distinguish from the combination of the Allen patent with the Petkovsek patent. It is 
respectfully submitted that withdrawal of the rejection of claims 1-11 under 35 USC 103 
in view of the Allen and Petkovsek patents is warranted. 

C. The Axelrod Patent 

The examiner alleges the Axelrod patent teaches 1) "placing unaddressed 
mailpieces on the incoming mail sorting apparatus" (with reference to Figs. 2a-2d and 3 
of the Axelrod patent), and 2) delivering the employee mailpiece to a destination bin 
designated by destination bin information stored in at least one database of the mail 
sorting apparatus" (with reference to col. 20, lines 34-41 of the Axelrod patent). 

First, the instant claimed invention relates to "A method of using an incoming 
mail sorting apparatus." The commonly assigned Axelrod patent does not relate, teach, 
suggest nor disclose anything relating to an incoming mail sorting apparatus. The 
Axelrod patent relates to an apparatus "for preparing mailpieces ..." (See, Summary Of 
Invention). An apparatus for preparing mailpieces is quite different than an incoming 
mailpiece sorting apparatus. As is known to one skilled in the art, an apparatus for 
preparing mailpieces does just that ... it generates mailpieces. On the other hand , an 
incoming mail sorting apparatus, sorts mailpieces already prepared or generated. 
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With regards to "placing unaddressed mailpieces on the incoming mail sorting 
apparatus", there simply is no incoming mailpiece sorting apparatus taught or suggested 
by the Axelrod patent. Applicants being a leader in the mailpiece industry respectfully 
disagree with the examiner's assertion that a mailbag is analogous to an incoming 
mailpiece sorting apparatus, which difference one skilled in the art would readily 
appreciate. Likewise, Applicants respectfully disagree with the examiner's assertion that 
any illustration in figs. 2a-2d and 3 depicting "sending printed letters to a letter stuffing 
module" is in any way analogous to an "incoming mailpiece sorting apparatus", which 
difference again one skilled in the art would readily appreciate. 

Regarding "delivering the employee mailpiece to a destination bin designated by 
destination bin information", the Axelrod patent does not teach nor suggest delivering a 
mailpiece to a particular destination. This is simply because the Axelrod patent is not 
concerned with sorting individual mailpieces. What is meant by the teaching set forth in 
column 20, lines 34-41 of the Axelrod patent is that mailpieces are generated as 
manifested groupings, which manifested grouping is disposed in a bulk mailpouch. 
Hence, after that manifested mailpiece grouping is generated, the mailpiece generating 
apparatus of the Axelrod patent then preferably produces another manifested mailpiece 
grouping, which is to be disposed in another bulk mailpouch. It is submitted one skilled 
in the art would readily recognize that depositing bulks of manifested mailpieces into 
mailpouches is not analogous to "delivering the employee mailpiece to a destination bin 
designated by destination bin information." 

Accordingly, and for at least the above stated reasons, independent claims 1 , 2 
and 8, along with their respective depending claims (namely 3-7 and 9-1 1) patentably 
distinguish from the Axelrod patent. It is respectfully submitted that withdrawal of the 
rejection of claims 1-1 1 under 35 USC 103 in view of the Axelrod patent is warranted. 



{10028093.1 } 



7 



Appln. No.: 10/026,580 

Amdt Dated July 1,2004 

Reply to the Final Office Action dated April 1 , 2004 

D. The Tripathi Patent 

With regards to the Tripathi patent, it explicitly teaches: 

... the automatic creation of a number of a number of 
different kinds of report enhancement by loading into the 
computer an enhanced report generator which will generate 
an enhanced report for any set of data, context and 
application. (See, Col. 1, lines 63-67). 

Thus, the Tripathi patent teaches not of an incoming sorting apparatus, but rather of a 
software product that is loaded into a computer that generates enhanced reports. The 
examiner makes repeated reference to col. 5, lines 12-21 of the Tripathi patent, which 
merely teaches generating enhanced document destination reports by printing in a duplex 
or 4-up format and that "bar codes may be generated automatically from zip codes." It is 
respectfully submitted that in no way does this recitation of the Tripathi patent teach nor 
suggest processing unaddressed mailpieces in an incoming mailpiece sorting apparatus. 
For instance, it is devoid of any teaching relating to "placing unaddressed employee 
mailpieces on the incoming mail sorting apparatus" as the mere generation of enhanced 
mailing reports surely cannot be said to teach this. Likewise, the generation of enhanced 
mailing reports cannot be said to teach or suggest "singulating an unaddressed employee 
mailpiece . . . [or] printing the employee information on the unaddressed employee 
mailpiece." 

Accordingly, and for at least the above stated reasons, independent claims 1, 2 
and 8, along with their respective depending claims (namely 3-7 and 9-11) patentably 
distinguish from the Tripathi patent. It is respectfully submitted that withdrawal of the 
rejection of claims 1-11 under 35 USC 103 in view of the Tripathi patent is warranted. 
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III. Conclusion 

In view of the foregoing amendments and remarks, it is respectfully submitted 
that pending claims 1-11 are now in a condition for allowance and favorable action 
thereon is requested. If the Examiner should have any questions, he is kindly urged to 
contact the undersigned attorney. 

Respectfully submitted, 

Reg. No. 38,405 
Attorney for Applicants 
Telephone (203) 924-3849 
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